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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
phor art under 35 U.S.C. 103(a). 

4. Claims 1 , and 3-7 rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Rutz in 5198137 in view of Keyzelman in 2004/0191519 and 6348265. 
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Regarding Claim 1: Rutz teaches a composition useful in making magnetic 
components, and specifically "magnetic core components". The composition of Rutz 
makes use of iron particles, thermoplastic resin, and a lubricant in the form of boron 
nitride. In this composition Rutz teaches that the iron particles are coated with a 
thermoplastic material, where this material is present in an amount from .001-15 wt% 
(Column 3, Lines 43-51). Rutz then speaks about the lubricant he uses in Column 5, 
Lines 50-70 stating that boron nitride (hexagonal and inorganic) is a useful lubricant in 
the amount of under 1 wt%, where the particle size is below 20 microns. It should be 
stated that these ranges overlap with those of the instant claim (where the amount of 
thermoplastic also shares an endpoint). One of ordinary skill in the art could select from 
the overlapping portions of these ranges and thus arrive at the claimed invention based 
on the teachings of Rutz. Overlapping ranges have been held to create a prima facie 
case of obviousness. See MPEP 2144.05. 

Rutz does not teach the insulating coating containing metallic salt phosphate. 

However, Kejzelman teaches In paragraph 2-3, where It Is taught that Iron magnetic 
particles used In soft magnetic cores are normally made of insulated materials. The 
reason for the insulating coating is to reduce eddy-current loss in the composition. 
Kejzelman states that suitable coatings for this goal are phosphorus containing coatings 
as seen in 6348265, (patent associated with the phosphorus salt coated Somaloy 500). 
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Therefore, the obvious combination of Keyzelman and Rutz actually improves the 
properties of Rutz in that it lowers the eddy-current loss of Rutz. Therefore, the 
combination of references produces an improved product, which would have been 
clearly motivated and obvious to one of ordinary skill in the art. Furthermore, both 
references are directed towards soft magnetic powder cores. 

Regarding Claim 3: Rutz teaches using boron nitride as a lubricant. Boron Nitride is 
both hexagonal and inorganic. (Column 5, Lines 50-70) 

Regarding Claim 4: Rutz teaches using under 1 wt% of boron nitride. (Column 5, 
Lines 50-70) 

Regarding Claim 5: Rutz teaches using thermoplastic resin in an amount from .001-15 
wt% (Column 3, Lines 43-51). 

Regarding Claim 6-7: Rutz creates cores from his powder which can be seen in table 
2. As can be seen, the density of cores at 0 and 0.1 wt% boron nitride is generally 
above 95%. One of ordinary skill would thus expect the composites from the range of 
Rutz's teachings to also fall in this same range. The modification of this product by 
Keyzelman would have no effect on this density as the density is based on packing 
density and the surface coating is strictly that and has no effect on the relative size 
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distribution or shape of the particles. One would expect this because the packing 
density and thus the final density of the composite is based on these two factors. 

5. Claim 8 rejected under 35 U.S.C. 103(a) as being unpatentable over Rutz in 
5198137 in view of Keyzelman in 2004/0191519 as applied to claim 1 above, and 
further in view of Hanano in 5039435. 

Neither Rutz nor Keyzelman teach or are silent as to the use of a metallic soap in their 
lubricant 

However, Hanano teaches that it is beneficial to complex the inorganic ;lubricant, such 
as boron nitride, with the organic complexes of the metallic salt (See Claim 1 and the 
Section entitled Function). Hanano teaches that that this combination solves the 
problem of water being included in the mold and the inherent water solubility of the 
inorganic particles. Therefore, the teachings of Hanano improve the process by which 
the composition of Rutz in view of Keyzelman is made, which provides clear motivation 
to one of ordinary skill in the art to combine the two references. 

6. Claims 9-14 rejected under 35 U.S.C. 103(a) as being unpatentable over Rutz in 
51 981 37 in view of Bankson in 41 77089. 
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Regarding Claim 9: Rutz teaches a composition useful in making magnetic 
components, and specifically "magnetic core components". The composition of Rutz 
makes use of iron particles, thermoplastic resin, and a lubricant in the form of boron 
nitride. In this composition Rutz teaches that the iron particles are coated with a 
thermoplastic material, where this material is present in an amount from .001-15 wt% 
(Column 3, Lines 43-51). Rutz then speaks about the lubricant he uses in Column 5, 
Lines 50-70 stating that boron nitride (hexagonal and inorganic) is a useful lubricant in 
the amount of under 1 wt%, where the particle size is below 20 microns. It should be 
stated that these ranges overlap with those of the instant claim (where the amount of 
thermoplastic also shares an endpoint). One of ordinary skill in the art could select from 
the overlapping portions of these ranges and thus arrive at the claimed invention based 
on the teachings of Rutz. Overlapping ranges have been held to create a prima facie 
case of obviousness. See MPEP 2144.05. 

Rutz does not teach the insulating coating containing metallic oxides. 

However, Bankson teaches in the paragraph bridging columns 2 and 3, where it is 
taught that iron magnetic particles used in soft magnetic cores are normally made of 
insulated materials. The reason for the insulating coating is to reduce eddy-current loss 
in the composition (as seen as in 4-5 of Column 1 ). Bankson states that suitable 
coatings for this goal are taught in 2105070 (incorporated by reference). This coating 
comprises silica in a clay-like material . Therefore, the obvious combination of Bankson 
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and Rutz actually improves the properties of Rutz in that it lowers the eddy-current loss 
of Rutz. Therefore, the combination of references produces an improved product, which 
would have been clearly motivated and obvious to one of ordinary skill in the art. 
Furthermore, both references are directed towards soft magnetic powder cores. 

Regarding Claim 10: Rutz teaches using boron nitride as a lubricant. Boron Nitride is 
both hexagonal and inorganic. (Column 5, Lines 50-70) 

Regarding Claim 11: Rutz teaches using under 1 wt% of boron nitride. (Column 5, 
Lines 50-70) 

Regarding Claim 12: Rutz teaches using thermoplastic resin in an amount from .001- 
15 wt% (Column 3, Lines 43-51). 

Regarding Claim 13-14: Rutz creates cores from his powder which can be seen in 
table 2. As can be seen, the density of cores at 0 and .1 wt% boron nitride is generally 
above 95%. One of ordinary skill would thus expect the composites from the range of 
Rutz's teachings to also fall in this same range. The modification of this product by 
Bankson would have no effect on this density as the density is based on packing 
density and the surface coating is strictly that and has no effect on the relative size 
distribution or shape of the particles. One would expect this because the packing 
density and thus the final density of the composite is based on these two factors. 
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Response to Arguments 

7. Applicant's arguments witli respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. The arguments are based on the fact that the 
primary reference would only have a thin ferrous oxide coating. The claims were 
amended to Include only certain oxides and also phosphorous salt based coatings. 
Based on the amendment, new art has been found which teaches such coatings. No 
arguments based on other aspects of the primary reference have been made. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action Is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to Matthew E. Hoban whose telephone number is (571) 
270-3585. The examiner can normally be reached on Monday - Friday from 7:30 AM to 
5 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 
meh 



